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DETAILED ACTION 

1 . This action is responsive to communications: amendment filed 3/1 6/06 to the 
application filed on 8/30/00. 

2. Claims 1-20 are pending in the case. Claims 1, 9, and 15 are independent 
claims. 

3. The rejection of claims 1-20 under 35 U.S.C. 103(a) as being unpatentable over 
Nielsen has been withdrawn in view of the amendment. 

Specification 

4. Please update the serial number of the co-pending U.S. application (line 6). 

Claim Objections 

5. Claims 1 , 9 and 1 5 are objected to because of the following informalities: the 
word "to" is missing before "look up" (claim 1, line 7; claim 9, line 10; claim 15, line 7). 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1-20 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
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was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding independent claim 1 , embedding a unique identifier included in. each of the 
font specifications in a document at document creation and modification are not 
disclosed in the specification as claimed. 

At document creation, the specification only discloses that "for each font used in the 
creation of a document, a font file is opened to initiate the font identification (step 20). It 
should be appreciated that the reference to a font file includes memory resident and 
network-based (on the Internet) fonts" (page 5, lines 4-6) where "each unique font 
identification is formed from a single font specification of the value:data pairs" (page 5, 
lines 17-18). No such embedding is disclosed. 

Also, nowhere in the specification discloses said embedding at document modification. 
There is a case, which may be close to embedding, where the specification discloses 
"once the font specifications are retrieved or calculated, these font specification are 
written into the document (step 56) and the document is saved (step 58)" (page 9, lines 
2-3). However, here, it is clear that the font specifications, not the unique identifiers as 
claimed, are written into the documents, and this is regarding at document saving, not 
document modification. 

Claims 9 and 15 are rejected under the same issue. 
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Dependent claims 2-8, 10-14, 16-20 are rejected for fully incorporating the deficiencies 
of their base claims 1, 9 and 15. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the'examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

10. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moore et al. (US Pat No. 5,528,742, 6/18/96) in view of Gartland (US Pat No. 
6,512,531 , 1/28/03, filed 4/9/99). 

Regarding independent claim 1 , Moore discloses: 
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- forming a font list, which is equivalent to a font database, for user to select a font 
to embed in a document (col 4, line 25 col 5, line 9) 

- embedding a unique identifier for a font in a document at document creation and 
modification (col 3, lines 51-60, col 4, line 25 to col 5, line 50, col 7, lines 4-20, 
col 8, lines 6-52: the font identifier is embedded in a document as a unique 
identifier when creating document, saving document, and editing document) 

- accessing the font database by a viewer when saving and opening documents to 
ensure usage of proper fonts, the viewer using the appropriate unique font 
identifier to look up in the font database for accurate font matching (col 5, lines 
20-55, col 8, lines 6-52, col 9, line 64 to col 10, line 19) 

Moore does not disclose: 

- forming a database of font specifications, the font specifications including at least 
two attributes of a font, each of the font specifications including a unique identifier 

Gartland discloses: 

- forming a database of font specifications, the font specifications including at least 
two attributes of a font, each of the font specifications including a unique identifier 
(figures 3 and 4, col 7, lines 20-31 : a font source with font descriptions is a 
database of font specifications where the font specification includes at least two 
attributes of a font; information identifying a font implies that each font has a 
unique identifier) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have incorporated Gartland into Moore for the following reason. Gartland 
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discloses a font description database where each font description includes at least two 
font attributes providing the advantage to incorporate into the font list, which includes 
only the font names, in Moore for a font database with complete font information that 
help viewers to easily determine a font selection via given font characteristics. 

Regarding claim 2, which is dependent on claim 1, Moore discloses obtaining a font list 
for a document being saved, and determining whether font specifications for each font 
in the font list exist in the database (col 8, lines 6-52). 

Regarding claim 3, which is dependent on claim 2, Moore discloses that when the font 
specifications do exist, the method further comprises retrieving the font specifications 
for each font from the database (col 4, lines 32-36, col 10, lines 1-19). 

Regarding claim 4, which is dependent on claim 2, Moore discloses that when the font 
specifications do not exist, the method further comprises creating the font specifications 
for each font (col 10, lines 20-50). 

Regarding claim 5, which is dependent on claim 4, Moore discloses writing the font 
specifications into the document, and saving the document (col 4, lines 49-63: 
embedding a font file, which includes information regarding the font, to a document and 
saving said document shows writing the font specifications into the document and 
saving such document). 
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Regarding claim 6, which is dependent on claim 1, Moore discloses accessing the 
database when opening documents further comprises retrieving font specifications from 
a document being opened (col 5, lines 20-55: retrieving the font identifier from the 
document being opened, comparing the font identifier against the list of available fonts 
in an available font list shows accessing the font database). 
As mentioned in claim 1 , the font list in Moore includes only the font names without 
more detailed font descriptions as in Gartland. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention was made to have combined 
Gartland into Moore for a font database with complete font information that help viewers 
to easily determine a font selection via given font characteristics. 

Regarding claim 7, which is dependent on claim 6, Moore discloses searching the 
database to locate each font specified by the font specifications in the document (col 9, 
line 64 to col 10, line 19: retrieving a font corresponding to the font identifier pointed by 
the indicator from the permanent storage device and process the document using the 
retrieved font shows that the font is located and specified by the font identifier). 
Regarding claim 8, which is dependent on claim 7, Moore discloses retrieving each font 
located (col 9, line'64 to col 10, line 19). 

Claims 9-14, 15-20 are for a system and a computer readable medium of method claims 
1-8, and are rejected under the same rationale. 
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Response to Arguments 

1 1 . Applicants arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action ■ Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Teshima (US Pat No. 6,687,879, filed 7/8/99). 
Moore et al. (US Pat No. 6,552,728, filed 10/1/98). 
Kido (US Pat No. 6,675,358, filed 11/19/99). 
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Nielsen (US Pat No. 6,665,842, priority 6/23/97). 

Cohen et al. (US Pat App Pub No 2002/0054349, priority 9/30/98). 

14. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Cong-Lac Huynh whose telephone number is 571-272- 

4125. The examiner can normally be reached on Mon-Thurs (9:00-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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